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E.S.S. ENTERTAINMENT 2000, INC. V. ROCK
STAR VIDEOS, INC.

444 F. SUPP. 2D 1012 (C.D. CAL. 2006)
I. INTRODUCTION

On April 22, 2005, Plaintiffs E.S.S. Entertainment 2000, Inc.,
doing business as the Play Pen Gentlemen's Club ("Play Pen"),
filed a complaint in the United States District Court for the Central
District of California against Defendant Rockstar Games. Inc.
("Rockstar Games"), a wholly owned subsidiary of Take-Two
Interactive Software.' The Play Pen alleged that Rockstar Games
had committed trade dress infringement and engaged in unfair
competition under section 43(a) of the Lanham Act, the California
Business and Professions Code, and California Common Law.2
Rockstar Games moved for summary judgment, claiming a
nominative fair use defense 3 and, in the alternative, protection
under the First Amendment.

1. E.S.S. Entm't 2000, Inc. v. Rock Star Videos, Inc., 444 F. Supp. 2d 1012,
1014 (C.D. Cal. 2006). Rockstar Games was erroneously sued as Rock Star
Videos. Id. at 1014 n.1.
2. Id. at 1014. Other claims were for trademark infringement under section

14320 of the California Business and Professions Code, unfair competition
under section 17200 et. seq. of the California Business and Professions Code,
and unfair competition under California Common Law. Id.
3. Id. at 1027.
4. Id. at 1036-37.
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II. BACKGROUND

Rockstar Games is the publisher of Grand Theft Auto: San
Andreas ("San Andreas"), a video game in the notoriously violent
Grand Theft Auto series (the "Series") known for its distinctly
irreverent style of humor.' All of the games in the Series follow
the protagonist of a storyline through a series of missions set in a
cartoon-style fictional urban metropolis modeled after an actual
city, such as New York or Miami.6 While completing the missions
is necessary to advance the story line and ultimately win, all of the
games in the Series can be played by simply traveling around and
exploring the city.7
San Andreas' theme is a humorous experience of west coast
gangster culture. 8 The setting is the virtual cities of Los Santos,
San Fierro, and Las Venturas, which are based on Los Angeles,
San Francisco, and Las Vegas respectively. 9 In the game, these
cities also have their own distinct areas which have real-world
counterparts, such as Vinewood (Hollywood), Santa Maria (Santa
Monica), and Ganton (Compton)."° These fictitious areas are
intended to mimic those counterparts in a manner consistent with
the west coast gangster theme, as well as the humorous tone of the
Series." They are populated with cartoon-style versions of the
various types of businesses and establishments which exist in the
real-world areas; however the names and appearances have been
altered in order to fit the overall theme and tone of the Game. 2
San Andreas includes a disclaimer which states that all of the
locations depicted in the game are fictional. 3 The animators of
San Andreas had visited Los Angeles and took reference
photographs of various businesses and locations which appeared
consistent with the Game's overall theme.' 4 These photos assisted
5. Id. at 1015-16.

6. Id. at 1016.
7. E.S.S. Entm't 2000, 444 F. Supp. 2d at 1016.
8. Id.
9. Id. at 1016-17.
10. Id. at 1017.
11. Id.
12. Id.
13. E.S.S. Entm't2000, 444 F. Supp. 2dat 1018.
14. Id.
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the animators in the creation of the virtual city's neighborhoods. 5
The goal was not to create a realistic depiction of Los Angeles, but
rather to create ". . .a fictional city that lampooned the seedy
underbelly," of its people, businesses, and places. 16
Much like the other neighborhoods in San Andreas, East Los
Santos is meant to capture the real-life look and feel of East Los
Angeles in a humorous manner with cartoon-style warehouses,
taco stands, and strip clubs. 7 One of these strip clubs is called the
Pig Pen, and was created using reference photographs of several
East Los Angeles locations. 8
Among the actual locations
referenced was an East Los Angeles strip club known as the Play
Pen.' 9 The animated Pig Pen building does not physically
resemble the actual building which houses the Play Pen.2" The
buildings differ in structure, size, color, and shape.2 Also, the
Play Pen's gold columns, valet stand, large plants, iron-fenced
parking lot, and stone faqade are not present in the animated Pig
22
Pen.
Certain similarities are evident when comparing the awning and
the sign on the real and fictitious establishments. The Play Pen's
logo consists of the words "The Play Pen" with the silhouette of a
nude female dancer inside the stem of the first ,p., 23 This logo
appears on the Play Pen's awning and on the sign in the front of
the establishment.2 4 There is no precise template for the Play Pen
logo, since the silhouette of the dancer is drawn differently by each
artist who has drawn it. 25 The logo on the sign appears underneath

15. Id.
16. Id. at 1019.
17. Id. at 1017.
18. Id. at 1017-18.
19. E.S.S. Entm't 2000, 444 F. Supp. 2d at 1018.
20. Id. at 1019.
21. Id.
22. Id.
23. Id. at 1014-15.
24. See id. at 1020 nn.45-46.
25. E.S.S. Entm't 2000, 444 F. Supp. 2d at 1020-21. The Play Pen logo
appearing on the sign, awning, and elsewhere in and around the club did not
come from a template or stamp, and had to be drawn separately each time. See
id. There are slight variances in each artist's rendition of the silhouette, which
had to be individually approved by one of the Play Pen's owners. Id. at 1021.
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a trio of female dancer's silhouettes and the words "Totally Nude"
appear on a separate sign below.26
Although the Pig Pen's sign is a different color scheme, it is
similar to the Play Pen's sign in that it, too, incorporates 2a7
silhouette of a nude female dancer inside the stem of the first "P.
The Pig Pen logo also appears on the awning of the fictional
building, which is roughly the same shape as the awning of the
Play Pen.28 However, unlike the Play Pen's sign, the words
"Totally Nude" appear on the same sign as the logo instead of on a
separate sign below.29 The Pig Pen sign does not contain any
silhouettes other than the one which is part of the logo.3"
Since San Andreas was released in October of 2004 for the
Playstation 2 system and in June of 2005 for Xbox and PC
systems, millions of copies have been sold.3
It has been
advertised by way of national television commercials and print
advertisements.32 The Pig Pen did not appear in any of the San
Andreas' advertisements or on its exterior packaging.33 In fact,
Pig Pen is not visible to consumers until the game is actually
played, and even then it is not guaranteed that it will be seen since
the Pig Pen is not actually involved in any of San Andreas'
missions.34 It is possible that San Andreas can be played for hours,
and even won, without the consumer ever viewing the Pig Pen.3 5
In a survey of 503 San Andreas players conducted by Dr. Carol
Scott, twenty-seven players said that an image of the Pig Pen
reminded them of strip clubs in general, while sixteen said that
they were reminded specifically of the Play Pen.3 6 Of the sixteen,
five thought that the Play Pen had endorsed, sponsored, or was
somehow affiliated with the Pig Pen.3 7 Of the survey participants
26.
27.
28.
29.
30.
31.
32.
33.
34.
35.
36.
37.

Id. at 1020.
See id. at 1020 nn.45-46.
Id. at 1020 n.45.
Id. at 1020.
Id.
E.S.S. Entm't 2000, 444 F. Supp. 2d at 1017.
Id. at 1023.
Id.
Id. at 1023-24.
Id. at 1024.
Id. at 1025.
E.S.S. Entm 't 2000, 444 F. Supp. 2d at 1025.

https://via.library.depaul.edu/jatip/vol17/iss1/7

4

Kaiafas: E.S.S. Entertainment 2000, Inc. v. Rock Star Videos, Inc. 444 F.

2006]

E.S.S. ENTM'T 2000 V. ROCK STAR VIDEOS

201

who had ever been to or planned to go to a strip club, 4.4 percent
thought that the Pig Pen was affiliated in some way with the Play
Pen.38
III. ANALYSIS
The Play Pen's cause of action in this case was based on trade
dress infringement and unfair competition under section 43(a) of
the Lanham Act.39 While a trademark is a word, phrase, or symbol
used to identify the origin of a good or service, trade dress is the
total image of a product, including features such as size, shape,
color combinations, texture, and graphics. " Infringement of trade
dress or an unregistered trademark constitutes unfair competition
under section 43(a) of the Lanham Act.4'
Rockstar Games did not dispute the fact that the Play Pen's trade
dress or trademark was used in the creation of the fictitious Pig
Pen. They did contend, however, that two separate defenses
precluded them from liability. 42 First, Rockstar Games asserted
that use of the Play Pen's trademark or trade dress qualified as a
nominative fair use. 3 In the alternative, they asserted First
Amendment protection as an artistic work.'
A. Nominative Fair Use Defense
The nominative fair use defense applies when the plaintiffs
trademark or trade dress has been used by the defendant to
intentionally describe the plaintiffs product for the purposes of
comparison, criticism, or reference.4 5 Such a use is protected, even
if the defendant's goal is to describe its own product or service.46
Because nominative uses require that the plaintiffs exact
trademark or dress be used by the defendant, the general
38.
39.
40.
41.
42.
43.
44.
45.
46.

Id.
Id. at 1026.
Id. at 1027.
Id.
Id. at 1027, 1037.
E.S.S. Entm 't 2000, 444 F. Supp. 2d at 1027.
Id. at 1037.
Id. at 1029.
Id.
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"likelihood of confusion" test would lead to an incorrect
conclusion that nominative uses are confusing by definition.4 7 To
avoid this erroneous outcome, nominative uses are analyzed under
a three-pronged "nominative fair use" test.48 In order to assert the
nominative fair use defense, the burden shifts to the defendant to
prove three elements: (1) that the plaintiffs service or product is
not readily identifiable without the use of the mark or dress, (2)
that the mark or dress was used only so much as is reasonably
necessary to identify the plaintiffs service or product, and (3) that
the use in no way suggests sponsorship or endorsement by the
plaintiff.49
The Court found that it was unnecessary to administer the three
prong "nominative fair use" test because San Andreas' use of the
Play Pen's logo and dress was not considered nominative." It is
clear that Rockstar games did not use the exact same trademark or
The evidence
trade dress employed by the Play Pen.5
demonstrated that the creators of the Pig Pen had purposely
changed certain aspects of the Play Pen so that it would fit the
theme and tone of the cartoon-style virtual city.52 The most
obvious example was the changing of the name from Play Pen to
Pig Pen. 3 This, among other changes, makes it clear to players of
the Game that the Pig Pen is not an actual East Los Angeles strip
club, but simply a parody of a strip club in East Los Angeles. 4
Since the artists did not intend to identify the Play Pen for the
purposes of comparison, criticism, or reference, but instead only
meant to describe their own product, the general "likelihood of
confusion" test can be applied without the erroneous conclusion
that confusion automatically exists. Therefore, the use of the Play
Pen's logo and dress was not nominative and Rockstar games was
47. Id. at 1032. The "likelihood of confusion" test is the standard which
must be proved by the plaintiff in a trademark or trade dress infringement claim.

48. Id.
49. E.S.S. Entm 't 2000, 444 F. Supp. 2d at 1029. Under the third prong, the
defendant essentially must show that a likelihood of confusion does not result
from the nominative use of the plaintiff's trademark or dress.
50. Id. at 1034.
51. Id.
52. Id. at 1032.
53. Id. at 1033.
54. Id.
https://via.library.depaul.edu/jatip/vol17/iss1/7

6

Kaiafas: E.S.S. Entertainment 2000, Inc. v. Rock Star Videos, Inc. 444 F.

2006]

E.S.S. ENTM'T 2000 V. ROCK STAR VIDEOS

203

precluded from asserting the nominative fair use defense."
B. FirstAmendment Defense
The Ninth Circuit had previously adopted a test established by
the Second Circuit known as the Rogers balancing test for issues
of Trademark use in literary titles." This test requires courts to
construe the Lanham Act to tolerate infringement of artistic works
when the public interest in free expression outweighs the interest
in avoiding consumer confusion. 7 Although the Ninth Circuit had
only used the Rogers test to assess the use of a trademark in a
literary title, the Court decided that the Rogers test could be
extended to all forms of artistic expression, regardless of whether
they are titular or not." The court justified the extension of the
Rogers test by looking at similar treatment by the Second and
Sixth Circuits, as well as a Ninth Circuit statement that the Rogers
test may have to be applied where the nominative fair use defense
is not available. 9
After a finding that San Andreas was indeed an artistic work
entitled to artistic expression, the court decided to apply the
Rogers test to the facts of the present case.60 Under the Rogers
test, the Lanham Act will not apply to an artistic work if (1) the
plaintiffs trademark or trade dress has some artistic relevance to
the underlying work, and (2) consumers are not explicitly misled
as to the source or content of the work. 6' The Court analyzed these
issues in turn.6

55. E.S.S. Entm't 2000, 444 F. Supp. 2d at 1036.

56. Id. at 1037.
57. Id.
58. See id. at 1038-40.
59. Id. at 1037-38.
60. Id. at 1038-40. The Court found that San Andreas was a highly complex
video game which incorporated a narrative and an array of original musical
soundtracks. See id. at 1039. Any use of the Play Pen logo or trade dress was,
"...part of a communicative message and not a source identifier." Id.
61. E.S.S. Entm't 2000, 444 F. Supp. 2d at 1037.
62. See id. at 1040-48.
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1. Artistic Relevance
In order to establish the minimum threshold of artistic relevance,
the Court first examined whether the Pig Pen had any artistic
relevance to San Andreas as a whole.63 The court found that the
decision to include the Pig Pen in East Los Santos was not an
arbitrary decision. 4 Rather, the decision by Rockstar Games to
borrow the Play Pen's trademark and dress was greatly influenced
by the artistic style and overall tone of San Andreas.65 The goal of
the artists was to tweak the feel and look of real-world Los
Angeles to fit the narrative of a city overrun with prostitution,
gangs, and drugs.66 The Court held that, "[a]ny visual work that
seeks to offer an artistic commentary on a particular subject must
use identifiable features of that subject so that the commentary will
be understood and appreciated by the consumer."67
The Play Pen argued that Rockstar Games' use of its trademark
and trade dress does not satisfy the artistic relevance element of
the Rogers test because the Play Pen is not a notoriously
recognizable landmark like the Golden Gate Bridge or the Los
Angeles Convention Center.6 8 Also, the Play Pen argued that
because not every aspect of its strip club was portrayed in the Pig
Pen, it is not so recognizable as to have sufficient artistic relevance
under the Rogers test.69 The Court rejected these arguments,
holding that the minimum standard of artistic relevance had been
met in this case.7" It need only be determined whether any artistic
relevance existed, and the court need not inquire as to whether
alternative means existed which would have allowed the artists to
achieve their goals.7' Since this minimum standard was met, San
Andreas passed the first prong of the Rogers test.
2. Whether Rockstar Games' Use of the Play Pen Trademark and
63. Id. at 1040.
64. Id. at 1041.
65. Id.

66.
67.
68.
69.
70.
71.

Id. at 1043.
E.S.S. Entm 't 2000, 444 F. Supp. 2d at 1043.
Id.
Id.
Id. at 1044.
Id. at 1043.
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Trade Dress was Explicitly Misleading as to the Source or Content
of the Game
The second prong of the Rogers test requires that consumers are
2
not explicitly misled as to the "source or content" of the work.1
The court found no confusion as to the "content" of San Andreas
because there was no possible way for consumers to be exposed to
the Pig Pen until they actually purchased and played the game."
The Pig Pen did not appear in any advertising material for the
game, nor was it included in the exterior packaging or in its
promotional literature.7 4 In fact, the Court pointed out that it is
possible to accomplish every mission in San Andreas and play for
several hours without encountering the PigPen.7 5
The Court also found that the Pig Pen did not mislead
consumers as to the "source" of San Andreas.76 There is no
explicit indication in San Andreas or its promotional materials that
the Play Pen had any supporting or endorsing role in the game's
creation.77
Although certain elements of the Play Pen are
incorporated into San Andreas which might suggest an association,
the court was not convinced that alone was enough to preclude
First Amendment protection under the Rogers test."
The Play Pen argued that Dr. Scott's survey of 503 San
Andreas' players caused the Rogers test analysis to fail because
sixteen players were reminded of the Play Pen and five thought
that the Play Pen had endorsed or sponsored the game.79 However,
the Court construed this evidence as a demonstration of the low
likelihood that consumers were misled regarding the Play Pen's
affiliation with San Andreas.8" This conclusion was bolstered by
the facts that Rockstar Games and the Play Pen do not sell related
products, do not directly compete for consumers, and do not plan

72.
73.
74.
75.
76.
77.

Id. at 1044.
E.S.S. Entm't 2000,444 F. Supp. 2d at 1044.
Id.
Id.
Id. at 1045.
Id.

78. Id.
79. E.S.S. Entm 't 2000, 444 F. Supp. 2d at 1046.
80. Id.
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to enter each others business. 81 Therefore, the Court ruled that the
second prong of the Rogers test was satisfied, and as a result, San
Andreas was an artistic work entitled to First Amendment
protection against the Play Pen's Lanham Act claims.82
IV.

CONCLUSION

The United States District Court for the Central District of
California ultimately granted Rockstar Games' motion for
summary judgment on the Play Pen's claims under section 43(a) of
the Lanham Act, finding that the use of the Play Pen's logo was
protected under the First Amendment.83 Rockstar Games was also
granted summary judgment on all of the Play Pen's related state
law claims under the same rationale. 84
Yianni Kaiafas

81. Id. at 1047.
82. Id. at 1048.
83. Id.
84. Id. at 1049.
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